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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )I3 Responsive to communication(s) filed on 05 March 2007 . 
2a)EI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.7,13 and 14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 1.7.13 and 14 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner, 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet{s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonm PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Status of Claims 

1 . The amendment filed on 5 March 2007 has been entered into the record 
and has been fully considered. Claims 1 and 7, are amended. Claims 2-6, and 8- 
12 are canceled. New claims 13 and 14 are amended. 

2. Claims 1 , 7. 13 and 14, directed to a peptide or its fragment that retains 
NP-1 (neuropilin-1) antagonist activity and a pharmaceutical composition 
comprising the peptide, are being considered for examination in the instant 
application. 

3. Any objection or rejection of record, which is not expressly repeated in this 
action has been overcome by Applicants response and withdrawn. 

4. Applicant's arguments filed on 5 March 2007, have been fully considered. 
New grounds of objection and rejection are as follows: 

Response to Amendment 

Withdrawn obiections and/or rejections 

5. Upon consideration of the Applicant's amendment, all claim objections and 
rejections, not reiterated herein have been withdrawn, as overcome by 
cancellation and/or amendment of claims (5 March 2007). 

6. Upon consideration of the amendment to claim 1 and the cancellation of 
claim 2, rejection of the claims 1 and 2 under 35 USC § 101 Is withdrawn. 
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7. Upon consideration of the cancellation of claim 8, rejection of claim 8 
under 35 USC § 112, second paragraph, Is withdrawn. 

Claim reiections/obiections maintained/new grounds of reiection 
35 U.S.C. 1 12-first paragraph- Scope of Enablement 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

8. The rejections of claims 1,2,7 and 8, are applied to the amended claims 
1 and 7, and new claims 13 and 14, for reasons of record in the Office Action 
dated 30 October 2006. 

9. Applicant argues that the claimed peptides are in bicyclic form, have four 
cysteine residues, and have at least 22 amino acids of SEQ ID NO: 2, and further 
adds that the peptides probably have a substantially similar activity as that of a 
neuropilin-1 (NP-1 ) antagonist. On account of the defined structural features 
combined with the functional characteristic of NP-1 antagonist activity, Applicant 
believes that there will only be a finite number of peptides with such structural 
and functional features, therefore, experimentation may simply be routine, not 
undue. Applicant has amended the claims to remove the reference to 
"pharmaceutical". Applicant cites case law to support this contention. 

10. Applicant's arguments directed to the claimed invention have been fully 
considered but have been found to be persuasive in part. Since the reference to 
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"pharmaceutical" is removed, the portion of 35 U.S.C. 112, first paragraph 
rejection, directed to this reference is withdrawn. However, the claims still recite 
fragments of the claimed peptides. Even though the peptides are bicyclic, the 
fragments will result in an infinite number of sequences. Applicant only specifies 
the requirement of 4 cysteine residues in the bicyclic peptide. Applicant does not 
identify a particular peptide domain that needs to be preserved for NP-1 
antagonist activity. Applicant's contention that the peptides will have at least 22 
out 28 amino acids (implying about 78% homology), is not sufficient evidence of 
a conserved stmcture. Applicant has provided little or no guidance beyond the 
mere, presentation of sequence data to enable one of ordinary skill in the art to 
detemnine, without undue experimentation, the positions in the peptide, which are 
tolerant to change, and the nature and extent of changes that can be made in 
these positions. Undue experimentation would be required of the skilled artisan to 
determine such. Specifically, proper analysis of the Wands factors was provided 
in the previous Office Action. Due to the large quantity of experimentation 
necessary to generate the infinite number of fragments of SEQ ID NO: 2 recited 
in the claims and screening such for NP-1 inhibiting activity; the lack of 
direction/guidance presented in the specification regarding the same; the 
complex nature of the invention; the state of the prior art which establishes the 
unpredictability of the effects of mutation on protein structure and function; and 
. the breadth of the claims which fail to recite any structural or functional limitations 
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- undue experimentation would be required of the sl<illed artisan to mal<e and/or 
use the claimed invention. 

112. 1^' paragraph. Written Description 

1 1 . The rejections of claims 1 , 2, 7 and 8, are applied to the amended claims 
1 and 7, and new claims 13 and 14, for reasons of record in the Office Action, 
dated 30 October 2006. 

12. Applicants submit that the amended claims are directed to bicyclic form of 
peptides, having 4 cysteine residues, consisting of at least 22 of the 28 amino 
acids of SEQ ID NO: 2, and eliciting NP-1 antagonist activity. Applicants, 
therefore, conclude that the claimed peptides have a conserved structure 
associated with a function, thus fully comply with the written description 
requirement. 

13. Applicant's arguments have been fully considered but have not been 
found to be persuasive. For reasons explained above, the brief description in the 
specification of one EG3287 peptide (SEQ ID NO: 2) is not adequate written 
description of an entire genus of functionally equivalent polypeptides, which 
incorporate all fragments of EG3287 peptide. Therefore, only the EG3287 
peptide comprising the amino acid sequence of SEQ ID NO: 2, but not the full 
breadth of the claims meets the written description provision of 35 U.S.C. §112, 
first paragraph. 
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103(a) 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this OfTice action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. The rejections of claims 1 , 2, 7 and 8, are applied to the amended claims 
1 and 7. and new claims 13 and 14, for reasons of record in the Office Action, 
dated 30 October 2006. 

1 5. Applicant argues that although Li teaches the sequence of the claimed 
peptide of SEQ D NO: 2, the reference does not teach the functional advantages 
of the peptide or its active fragments, viz. NP-1 antagonist activity. Similarly, 
Applicants add that Achen et al. do "not add any disclosure that would aid a 
person of skill in identifying the claimed peptide from the sequences taught by 
Li". Applicants further assert that "the cited art provides no teaching or 
suggestion of the specific advantageous bicyclic peptides", therefore, "the 
combination of Li and Achen does not render obvious the subject matter". 
Applicants thus believe the rejection should be withdrawn. 

16. Applicant's arguments have been fully considered but have not been 
found to be persuasive. The peptide cited in the reference plays a role in 
preventing and treating tumors, besides having 100% identity with the claimed 
peptide. As the functions are similar to the claimed peptide, the advantatges as 
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claimed, are inlierentto the peptide of the reference. Thus, claims 1, 7, 13 and 
14 as a whole is prima facie obvious over the teachings of Li et al and Achen et 
al, and stay rejected. 



Status of Claims 

1 7. No claims are allowed. 

1 8. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
setforth in 37 CFR 1.136(a). 

19. A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

20. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Aditi Dutt whose telephone number is (571) 
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272-9037. The examiner can normally be reached on Monday through Friday, 
9:00 a.m. to 5:00 p.m. 

21 . If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janet Andres, can be reached on (571 ) 272-0867. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

22. Information regarding the status of an application may be obtained from 
the Patent Application Infomriation Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more Infonnatlon about the PAIR system, see http://pair- 
direct.uspto.qov/ . Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




